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DETAILED ACTION 

Claim 6 is cancelled. 

Claims 1-5 and 7-21 are rejected below. Claims 1 and 19 are independent. 
New claims have elicited new and modified rejections. (Note that Marucci 
jaw/manipulation members are now element 12 - prior rejections the jaw 
members were element 15). 
The action is final. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which It pertains, or with which it is most nearly connected, to make and use the same and shall 
set fortti the best mode contemplated by the inventor of carrying out his invention. 

Claims 18 and 21 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains 
subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. The Specification does 
not mention powered movement of the members. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 16 and 17 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite forfaiting to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. These claims depend from claim 1 , 
which disclose a shaft. Claims 16 and 17 disclose that the shaft is two shafts . When the 
reader considers this, the claims become indefinite with respect to the limitation in claim 
1 that reads "manipulation members... pi votally supported by said shaft". The question 
is, "which shaft?" One of the shafts? Both of the shafts? (The same rationale can be 
applied to the last limitation in claim 1.) Claims 16 and 17 are hence indefinite. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-5, 7,9,10, 11, 13-15 and 19-20 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Marucci et al. (6,582,451). 

Marucci neglects to expressly disclose manipulation members comprising electrodes. 

Independent claims 1.19 (parentheticals refer to Marucci) 

A treatment tool (see figure la -the rejection relies heavily upon this figure) to be 

inserted into a human body through an endoscope (col. 1 :20-25) comprising: 
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an elongated inserting portion (13) to be inserted through an accessory channel 
of the endoscope; 

a supporting member (11) attached to a distal end of said inserting portion, said 
supporting member being provided with a slit (depicted at 74 in figure 1a); 

a shaft (28, better depicted but not enumerated in figure 1c) attached (through 
the holes adjacent element 74 in figure la) to said supporting member so as to cross 
said slit in a width direction thereof (depicted figure 1 b); 
a pair of manipulation members (12, 12) at least one of said pair of manipulation 
members being pivotably supported by said shaft within said slit (depicted in figure 1g, 
inter alia) so as to open and close with respect to another of said pair of manipulation 
members like a pair of pincers ("jaws"), said pair of manipulation members comprising a 
pair of electrodes (see col. 6:33-40 for a disclosure of jaw members and associated 
modalities strongly related to electrode use such as radiofrequency and 
unipolar/bipolar electrocautery), and 

a spacer (constituted by elements 24-25) located between said pair of 
manipulation members, 

wherein said shaft (28) is supported by said spacer (24-25) so as not to come off 
from said supporting member. 

19. (New) A treatment tool configured to be inserted into a human body through 
an endoscope (col. 1 :20-25), said treatment tool comprising: an elongated insertion 
portion configured to be inserted through an accessory channel of the endoscope; 
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a supporting member (1 1 ) attached to a distal end of said inserting portion, said 
supporting member having a longitudinally extending slit (74); 

a shaft (28) attached to said supporting member so as to extend across said slit 
in a width-wide direction; 

a manipulation member (12), pivotally supported (see cross hairs at 28 in figure 
3e) by said shaft so as to pivot about said shaft between opened (figure 1e) and closed 
(figure 1 g) positions with respect to another manipulation member; and 

a spacer (24-25) fixedly positioned with respect to said supported member within 
said slit (74), said spacer located between said manipulation member and said another 
manipulation member (two element 12s) and supporting said shaft (28). 

Therefore, at the time of the invention it would have been obvious to one of 
ordinary skill in the art to modify Marucci by including as a design expedient jaw 
members (12) comprising electrodes in light of the disclosure in col. 6:33-40 where RF 
and electrocautery are disclosed. The motivation would be to create a device capable 
of performing through electrodes its disclosed intended use (RF, electrocautery). 

Dependent claims 

2. The treatment tool according to claim 1 , wherein said shaft (28) is pressed (depicted 
in figure 1e) into said spacer (24-25). Note the corresponding hole into which element 
28 rests is depicted but not enumerated figure lb). 
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3. The treatment tool according to claim 2, wherein said spacer (24-25) is provided with 
a through hole (depicted and enumerated -28- in figure 1 a) having an inner diameter 
smaller than an outer diameter of said shaft (inherent for shaft to rest securely in 
through hole), said shaft being pressed (again, inherent) into said through hole. 

4. The treatment tool according to claim 1 , comprising a pair of said shafts (28 and 26 - 
figure la), both of said shafts being pressed into said spacer (24-25), each of said pair 
of manipulation members (12) being pivotably mounted to respective one of said shafts 
so as to open and close like a pair of pincers ("jaws"). 

5. The treatment tool according to claim 4, wherein said spacer (24-25) is provided with 
a pair of through holes (figure 1a, element 28 and the non-enumerated proximal and 
longitudinally parallel hole) formed in parallel to each other, each of said through holes 
having an inner diameter smaller than an outer diameter of each of said shafts (26,28) 
(inherent for shaft to rest securely in through hole), said shafts being pressed (again, 
inherent) into respective one of said through holes. 

7. The treatment tool according to claim 6, wherein said spacer is made of poly-tetra- 
fluoro-ethylene. See col. 12:35-41. The disclosure of atraumatic plastic anticipates poly- 
tetra-fluoro-ethlylene, an atraumatic plastic. 
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9. The treatment tool according to claim 6, wherein said manipulation members (12; 
"jaws") are connectable to a high frequency power supply. See col. 6:33-40 for a 
disclosure of jaw members and associated modalities strongly related to connections to 
high frequency power supplies such as unipolar/bipolar electrocautery. 

10. The treatment tool according to claim 1 , wherein said supporting member (1 1) is 
made of insulating material. See col. 12:35-41 - plastic = insulating material. 

11. The treatment tool according to claim 10, wherein said supporting member (11) is 
made of rigid plastic. See col. 12:35-41. 

13. (New) The treatment tool according to claim 1, wherein said shaft (28) engages 
said supporting member (11), said spacer (24,25) and one of said manipulation 
members (12). See figure 1g. 

14. (New) The treatment tool according to claim 1 , wherein said pair of manipulation 
members are configured to rotate (see cross hairs at 28 in figure 3e inferring 
pivot/rotation) about said shaft. 

15. (New) The treatment tool according to claim 1, wherein said spacer is 
fixedly positioned with respect to said supporting member. Addressed below in 
Response to Arguments section. 
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20. (New) The treatment tool according to claim 19, said manipulation member 

and said another manipulation member comprising conductive electrodes. Addressed 

above in part of rejection toward claim 1. 

Claims 8 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over MaruccI et al. in view of Mayenberger (5,853,412). 

Marucci is silent concerning ceramics. 

Mayenberger discloses in an invention analogous to Mamcci, ceramic parts (insulating 
by design). See Mayenberger claims 5 and 8. 

Therefore, at the time of the invention it would have been obvious to one of ordinary skill 
in the art to modify Marucci in view of Mayenberger by including as a design expedient 
ceramic parts for their insulating properties (motivation) as disclosed in Mayenberger. 

Response to Arguments 

Applicant's arguments filed 9-22-05 have been fully considered but they are not 
persuasive. Applicant argues that Marucci jaw members/manipulation members are 
platforms for electrodes and as a result do not "comprise" electrodes. In response the 
Office directs the reader to MPEP 21 1 1 .03 [R-3] regarding the word, "comprising". Case 
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law evinces that "comprising" is open-ended and "does not exclude additional, unrecited 
elements." To this end, Marucci disclosing in col. 6:33-40 that jaw members are 
platforms for electrodes does not invalidate the Examiner's designation that Marucci's 
jaw members are comprised of electrodes. (The Office contends that jaw members 
acting as platforms for electrodes (with electrodes included in the description) is 
equivalent to jaw members comprised of electrodes, and implicitly additional, unrecited 
elements such as a platform.) 

Next, the Applicant argues that the Marucci spacer (24-25) is not necessarily 
disclosed as insulating (as would be implied by disclosure of "atraumatic plastic"). The 
Applicant refers to col. 12:36-41 and mentions that this broad disclosure is merely an 
invitation to invent. The Office has in response changed the prior Marucci 35 USC § 
102 rejection to a 35 USC §103 rejection. The disclosure in col, 12:36-41 is broad, 
however, the Office strongly asserts that because the disclosure only permits a limited 
number of variations one of ordinary skill in the art would deduce from that disclosure 
that the Marucci spacer could be made of plastic (hence insulating) and that any 
benefits would be determined through routine experimentation. 

Also, the Applicant argues that the Marucci jaws (12) do not pivot about the shaft 
(28). The Office responds that the jaws (12) in fig. 1e (open position) and then fig. 1g 
(closed position) do indeed pivot around shaft (28) through linkage 25, See the cross 
hairs in figure 1g at element 28 inferring a pivot point. 

The Applicant argues that the Marucci spacer (24-25) is not fixedly positioned 
with respect to the support member (11). The Office respectfully disagrees. Figure la 
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shows a distal hole in support member (1 1 ) through which the spacer (24-25) is fixedly 
positioned with respect to the support member by shaft 28. (The spacer's articulation in 
space does not preclude this designation/apprehension.) 



Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Peter J. Vrettakos whose telephone number is 571-272- 
4775. The examiner can normally be reached on M-F 9-6. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Linda C. Dvorak can be reached on 571-272-4764. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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